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REMARKS 

» J**^^^» to ^°^^^M«* '3,2003 on June 
12,2003. The present Action was issued „„ June 25, 2003 in response to those remarks I„ 
-ponse to the Action, the Applicants request the canceliation of Claims 50-64 ,„ P ,ace this case 
u, better form for consideration on Appeal and concurrently file a Nonce of Appeal and the 
following remarks to the Action. 

3SU.S.C.8 10.-;ra>R>j «.H^. 

Even if a motivation does exist «,„ include carbon dioxide in the hydrogenation process 
of B,,ler e. al .» as sated in the Action (Applicants do no, concede mis assertion) the 
combination of Bitler e, a., and Baiker fails to teach or suggest all of the Cairn recitations 

^a^bojunoafc as recited in the Claims. A, most, Bitler et al. describes a polymeric 
material that may be melted, stating: 

It is important that the polymeric ingredient should melt over a relatively 
small temperature range, so that the extent to which I mtl 7 
contacted by the active chemical ingredient ch^sharSv wht the 
compos ltl o„ 1S heated or cooled through the tempeLtoe^ge T to 7 
See, Bitler et al at col. 9, lines 33-37. g 0 p " 

Nowhere does Bitler e, al. describe a carbon dioxide soluMe ^lymeric material. Similarly 
Barter fads to teach or suggest a polymer tha, is so lu b.e in carbon dioxide. Without a teaching 
or suggestion of a polymer s„,u M e in carbon dioxide by either reference, a«™ case 0 f 
obvtousness is no. supported. See, In re Vaeck, 947 F.2d 488, 20 U.S.P.Q.2d 1438 (Fed Cir 
1991). Claims 1-9, 1 1-13, 18-20 arc! 49 are allowable over the ongoing 35 U S C } !03(a) 
rejections. ' y ' 

35U.S.C.8lft ^b)Rei«rtl n - 

^^•oteachorsugses^^^ 
» the Clatms. The failure of Tacke et al. to recite such a feature precludes an Ration 
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rejection under 35 U.S.C. §102(b) because «a claim is anticipated only if each and every element 
as set forth in the claim is found, either expressly or inherently described, in a single prior art 
reference." M.P.E.P. § 2131 (quoting Verdegaal Bros. v. Union Oil Co., 814 F 2d 628 631 2 
U.S.P.Q.2d 1051, 1053 (Fed. Cir. 1987)). Tacke et al. does not expressly or inherentlydescribe 
carbon dioxide soluble polymers as recited in the Claims. 
Furthermore, Tacke et al. explicitly states that: 

h^eZ^^r S K itaWe 38 CatdySt SUpp0rtS - materiaJ * ™t 
hpwgvei satisfy the above-mentioned requirements as regards toek 

physical properties and be resistant to the r^n ^ See> % acke a a 

at col. 4, lines 38-41 (emphasis added). "^eiat. 

The physical properties that must be met include the requirement that the supports "have a high 
specific surface" and "particularly important for the method according to the invention is also the 
pore structure of the supports." See, Id at col. 3, lines 34-38. If the supports are indeed soluble 
they would not have a high specific surface or pore structure. Also, the Tacke et al catalysts 
"must be deposited finely distributed on the support, in order to provide as great a metal surface 
as possible for the catalytic process." See, Id. at col. 3, lines 60-63. The "geometric surface 
relative to the total volume of the bed" of the catalyst covered supports "benefits the catalytic 
activity of the catalyst bed." See, Id at col. 4, lines 28-29. However, soluble supports would not 
hold the desired geometric surface. 

Tacke et al. also indicates that: 

The above-mentioned rearmaments are however met in an optimal manner 
by organosnoxane amine copolycondensates or by polymeric, secondary 
and/or tertiary organosiloxane amine compounds or by organosiloxa^ 
polycondensates. See, Id. at col. 4, lines 47-52 (emphasis addfd) 

Tacke et al. does not indicate that such supports are solubje in carbon dioxide as recited in the 
Claims. The lack of solubility of the Tacke et al. polymers in carbon dioxide precludes the 
anticipation rejection. See, Verdegaal Bros. v. Union Oil Co., 814 F.2d 628, 631 2 U S P Q 2d 
1051, 1053 (Fed. Cir. 1987). 
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CONCLUSION 

Applicants respectfully request entry of the proposed Amendments and withdrawal of the 
outstandmg rejections and the issuance of a Notice of Allowance forthwith, The Examiner is 
encouraged to direct any questions regarding the foregoing to the undersigned, who may be 
reached at (919) 854-1400. 



Respectfully submitted, 

Devin R. Jensen 
Registration No. 44,805 
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